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Art Unit: 1714 

1 . Claims 26-5 1 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. The instant claim 26 recites "preferably" prior to a claimed component. It is unclear if the 
component is required or not based on the language "preferably". 

B. The instant claim 26 recites "an average molar mass". It is unclear what type of average is 
intended, e.g. number, weight, z, viscosity, etc. 

C. The instant claims require "a laterally fluorine-modified, anionically stabilized 
polyurethane base dispersion (A) having preferably an ideally linearly segmented structure". It 
is unclear how it can be "laterally fluorine-modified" and have "an ideally linearly segmented 
structure" both. This raises the issue of what is intended by "fluorine-modified" and "ideally 
linearly segmented structure". The claims are unclear therefore. 

D. It is unclear what is intended by "(paint)" after component D of claim 26. 

E. Claim 26, iii recites "a molar mass" apparently of a polymeric species. It is unclear what 
type of polymeric average molecular weight is intended as the specification does not disclose a 
polydispersity of exactly one. 

F. The instant claim 27 recites "(hydrophobically modified)". It is unclear if the parentheses 
require the hydrophobic modification or if they are intended to indicate that this is optional as 
they often do in the art. 

G. It is unclear what is intended by "am oxidatively drying alkyd resins" of claim 27. 

H. It is unclear what is required by "(hydrocarbon spacers)" of the instant claim 28. Are 
hydrocarbon spacers required or only methylene groups or both. 
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1. Regarding claim 50, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. See 
MPEP§ 2173.05(d). 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 26-27, and 3 1-51 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US Pat. No. 5039739 Padget et al. 

Padget discloses an aqueous dispersion of addition polymer polymerized in the presence of a 
hydrophilic polyurethane which falls within the scope of that of the instant claims and using the 
instantly claimed initiator. It is expected that the polyurethane of the patentee necessarily and 
inherently possesses OH number, amine number, acid number and some type of molecular 
weight within the broad ranges of the instant claims. Due to the hydrophobic nature of the 
monomers disclosed and the hydrophilic nature of the polyurethane and the use of water, the 
patentee's polymerization will necessarily give the micelles required of the instant claims. The 
amounts disclosed by the patentee fall within the instantly claimed broad ranges. See the 
abstract; column 1, lines 5-68, particularly 46-68; column 2, lines 1-68, particularly 7 et seq.; 
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column 3, lines 1-68, particularly 32-64; column 4, lines 1-68; column 5, lines 1-68; column 6, 
lines 1-68; column 7, lines 1-68; column 8, lines 1-68, particularly 44-68; column 9, lines 1-68, 
particularly 1-42 and 50-58; column 10, lines 1-68; and column 11, lines 1-60; column 12, lines 
1-59. Since the polyurethane and monomer of the patentee are those of the instant claims and the 
amounts thereof, and the solids content of the instant claims is used, the particle size must be that 
of the instant claim 38. The coatings having the properties of column 9, lines 50-54 are easy 
cleaning and seal the substrate according to the instant claim 5 1 . 

5. Claims 26-27 and 31-5 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Pat. No. 5039739 Padget et al.. 

Padget discloses an aqueous dispersion of addition polymer polymerized in the presence of a 
hydrophilic polyurethane which falls within the scope of that of the instant claims and using the 
instantly claimed initiator. It is expected that the polyurethane of the patentee necessarily and 
inherently possesses OH number, amine number, acid number and some type of molecular 
weight within the broad ranges of the instant claims. Due to the hydrophobic nature of the 
monomers disclosed and the hydrophilic nature of the polyurethane and the use of water, the 
patentee's polymerization will necessarily give the micelles required of the instant claims. The 
amounts disclosed by the patentee fall within the instantly claimed broad ranges. See the 
abstract; column 1, lines 5-68, particularly 46-68; column 2, lines 1-68, particularly 7 et seq.; 
column 3, lines 1-68, particularly 32-64; column 4, lines 1-68; column 5, lines 1-68; column 6, 
lines 1-68; column 7, lines 1-68; column 8, lines 1-68, particularly 44-68; column 9, lines 1-68, 
particularly 1-42 and 50-58; column 10, lines 1-68; and column 11, lines 1-60; column 12, lines 
1-59. Since the polyurethane and monomer of the patentee are those of the instant claims and the 
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amounts thereof, and the solids content of the instant claims is used, the particle size must be that 
of the instant claim 38. The coatings having the properties of column 9, lines 50-54 are easy 
cleaning and seal the substrate according to the instant claim 5 1 . 

It would at least be obvious to one of ordinary skill in the art at the time of the instant 
invention to use the instantly claimed method steps and parameters and the instantly claimed 
ingredients and amounts thereof to make the dispersions and coated substrates of the patentee 
because these parameters are encompassed by the patentee and would have been expected to give 
the coating properties disclosed by the patentee. 

6. Claims 28-30 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

The prior art does not disclose the inventions of claims 28-30 nor provide rationale to modify 
the prior art considered into these inventions. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone number is 571-272-1 121. The 
examiner can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free) 





PatrickT). Niland 
Primary Examiner 
Art Unit 1714 



